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AMENDMENT AND 
RESPONSE TO OFFICE ACTION 

Remarks 

Claims 1-4, 7-30, 33-35, and 55-59 are pending upon entry of the foregoing amendments. 

It is respectfully submitted that the enclosed Rule 132 Declaration should be considered 
without the need to file a Request for Continued Examination, The Declaration could not have 
been submitted after the non-fmal office action, because it was not until the final office action 
that the Examiner (mis)interpreted the Sheppard reference and the claim term "electrothermal 
ablation," Thus, the final office action necessitated the Rule 132 Declaration; it could not have 
been submitted earlier. 
Amendments to the Claims 

Claims 5 and 6 have been cancelled, 

Claim 7 has been amended for grammatical clarity. The scope of the claim is unchanged. 
No new matter has been added, and no further search or consideration is required. 
Information Disclosure Statement 

The Office Action asserts that the Supplemental Information Disclosure Statement filed 
March 22, 2006, fails to comply with 37 C.F.R. § 1 .97(c) as lacking a statement under 37 C.F.R. 
§ 1.97(e). The Examiner's refusal to consider the Statement is completely improper in the 
instant case: 37 CF.R. § 1 .97(c) requires either (1) the statement specified in 37 CF.R, § 
1 .97(e) or (2) the fee set forth in § 1 .17(p). Applicants submitted the fee of $1 80.00 by Deposit 
Account debit, as evidenced by the copy of the Acknowledgement Receipt. Furthermore, the 
form Information Disclosure Statement by Applicant was filed on March 22, 2006, with a 
Submission of Supplemental Information Disclosure Statement document signed by the 
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undersigned attorney of record. Accordingly, it would be redundant to sign the form certification 
statement page which is part of the form Information Disclosure Statement. 

In sum, the Information Disclosure Statement was properly filed on March 22, 2006, in 
full compliance with Rules 1.97(c), 1,33, and 10.18. It therefore should have been, and must 
now be, considered. 

Re jection under Doctrine of Obviousness-Type Double Patenting 

Claims 1-22 were provisionally rejected under the doctrine of obviousness-type double 
patenting in view of claims 1-35 of copending U.S. Patent Application No. 10/679,763 by 
Yomtov et ah The rejection is respectfully traversed, but is moot in view of the Terminal 
Disclaimer in compliance with 37 C.F.R. § 1.321(c) submitted herewith. 
Rejection Under 35 U,S,C. § 112 

Claims 5 and 6 were rejected under 35 ILS.C § 112, second paragraph, as indefinite. 
The rejection is respectfully traversed, but is moot in view of the cancellation of claims 5 and 6. 
Rejection Under 35 ILS.C, § 102 

Claims 1-4, 7-14, 16-30, and 33-34 were rejected under 35 U.S.C 102(e) as being 
anticipated by U.S. Patent Publication 2002/0072784 by Sheppard, Jr. et al. (hereinafter 
"Sheppard"), The rejection is respectfully traversed. 

Applicants' claimed devices require an implantable module comprising a plurality of 
reservoirs containing a drug and reservoir caps that can be selectively activated to initiate release 
of the drug, one or more electrodes or sensors for operable engagement with a cardiac tissue of a 
patient, and at least one microcontroller. This reservoir activation, i.e., reservoir opening, 
requires electrothermal ablation. As detailed in the attached Rule 132 Declaration by John T. 
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Santini Jr., Sheppard fails to disclose or suggest means for disintegrating reservoir caps by 
electrothermal ablation . Applicants' claims are therefore novel over Sheppard. 
Rejections Under 35 U,S,C, § 103 

Claims 15 and 54 were rejected under 35 U.S«C. § 103(a) as obvious over Sheppard in 
view of U.S. Patent 6J 12,1 16 to Fischell et al (hereinafter "FischelF). Claim 35 was rejected 
under 35 U.S.C. § 103(a) as obvious over Sheppard in view of U.S. Patent 6,726,920 to 
Theeuwes et al (hereinafter "Theeuwes")- Claims 55-59 were rejected under 35 U.S.C. § 103(a) 
as obvious over Sheppard in view of U.S. Patent Application Publication No, 2004/0082937 by 
Ausiello et al (hereinafter "Ausiello"). The rejections are respectfully traversed, 

Shep pard and Fischell Sheppard and Theeuwes 

As explained above, Sheppard fails to discloses devices that include means for 
disintegration of reservoir caps by electrothermal ablation. Neither Fischell nor Theeuwes 
supplement this deficiency. 

Fischell discloses a myocardial infarction treatment system that includes a medication 
release device having a case and medication reservoirs formed within the case by thin-walled 
metal bellows. The chamber in the case contains a pressurized inert gas which causes the 
medications to be quickly released when an outlet valve is opened. This Fischell mechanism 
clearly is not remotely similar to or suggestive of electrothermal ablation. Furthermore, opening 
a valve to cause release teaches away from disintegrating a reservoir cap to initiate release. 

Theeuwes discloses devices and methods for delivery of a drug directly to the surface of 
an organ such that the drug traverses the organ surface and enters the organ tissue. Nothing in 
Theeuwes remotely teaches electrothermal ablation of a reservoir cap, 
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Sheppard and Ausieilo 

Ausiello qualifies as prior art only under § 102(e). Both Ausieilo and the present 
application were, at the time the claimed invention was made, owned by, or subject to an 
obligation to assign to, MicroCHIPS, Inc. Ausieilo therefore is disqualified under § 103(c), See 
M.P.E.P. § 706.02(1)(2). Any rejection over Ausieilo thus must be withdrawn. 
Conclasions 

Applicants respectfully submit that the claims are patentable over the prior art of record. 
Prompt allowance of each of claims 1-4, 7-30, 33-35, and 55-59 is therefore respectfully 



The undersigned kindly invites the Examiner to contact him by telephone (404.853,8068) 
if any outstanding issues can be resolved by conference or examiner's amendment. 



Date: September 21, 2006 

SUTHERLAND ASBILL & BRENNAN LLP 
999 Peachtree Street, NE 
Atlanta, Georgia 30309-3996 
(404) 853-8068 
(404) 853-8806 (fax) 



solicited. 



Respectfully submitted 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Serial No. 
Filed 
Applicant 
Title 



10/679,772 

October 6, 2003 

Barry M. Yomtov, et a!. 

Medical Device for Controlled Drug Delivery 

and Cardiac Monitoring and/or Stimulation 



TC/AU 



3762 



Examiner : Alyssa M. Alter 

Docket No. : 17509-0075 
Customer No. : 29052 



SUBMISSION OF SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, V A 22313-1450 



The citation of information on the attached one page of Form PTO-1449, "List of Art 
Cited by Applicants" is made pursuant to 37 C.F.R. §§ 1.56, 1.97, and 1.98. 

This Statement is submitted under 37 C.F.R. § 1.97(c). Accordingly, the Commissioner 
is hereby authorized to charge the fee of SI 80.00 required for consideration of this Statement to 
Deposit Account No. 19-5029. 



Sir: 
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The citation of this information does not constitute an admission of priority or that any 
cited item Is available as a reference, or a waiver of any right the applicant may have under 
applicable statutes, Rules of Practice in patent cases, or otherwise. 



March 22, 2006 

SUTHERLAND ASBILL & BRENNAN LLP 
999 Peachtree Street, N.E. 
Atlanta, Georgia 30309-3996 
Telephone: (404) 853-8068 
Facsimile: (404) 853-8806 



Respectfully submitted, 




By: Kevin W, King 
Reg. No. 42 ; 737 
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